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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 04 April 2005 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1.5.6.8,12 and 13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1,5.6.8.12 and 13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) D Other: . 
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DETAILED ACTION 

1. Claims 1, 5, 6, 8, 12, and 13 are pending. Claims 2-4, 7, 9-11, and 14-31 have 
been canceled with out prejudice and claims 1, 5, 6, 8, and 13 have been amended in 
this communication filed 04/04/05 entered as Amendment with filing of RCE and 
Request for Extension of Time. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .114. Applicants submission filed on 
04/04/05 has been entered. 

Abstract 

3. The abstract of the disclosure is objected to because the Abstract is over 150 
words in length. 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single . 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 



Application/Control Number: 09/672,116 Page 3 

Art Unit: 3624 

disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Correction is required. See MPEP § 608.01 (b). 

Claim Objections 

4. Claims 5 and 6 objected to because of the following informalities: Claim 5, lines 
1 and 2 and claim 6, line 1 recites "act of. The usage of "act of" is considered 
unnecessary in the claim limitation. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1, 6, 8, 12, and 13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. It is unclear in the claim language of 
claims 1, 8, and 12 what is being done with the maximizing of the utility. The U's in 
claims 1, 8, and 13 do not seem to have any impact on the selection process. How do 
the U's flow back into the maximization point? Is it he number of shares or securities in 
the portfolio? How do the calculations in claims 1, 6, 8, and 13 feedback into creating or 
building the portfolio? 

These are considered essential elements that need to be clarified in the claims. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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8. Claims 1, 5, and 6 are rejected under 35 U.S.C. 101 as non-statutory. The 
method claims as presented do not claim a technological basis in the body of the claim. 
Without a claimed basis, the claim may be interpreted in an alternative as involving no 
more than a manipulation of an abstract idea and therefore non-statutory under 35 
U.S.C. 101. In contrast, a method claim that includes in the body of the claim at least 
one structural/functional interrelationship which can only be computer implemented is 
considered to have a technological basis [See Ex parte Bowman, 61 USPQ2d 1669, 
1671 (Bd. Pat. App. & Inter. 2001) -used only for content and reasoning since not 
precedential]. 

9. As a preliminary matter, Applicants' are respectfully requested for the following 
information in an effort to move the prosecution forward: Are these formulas found in a 
textbook or other document? If the formulas are found in a textbook or other document, 
it is respectfully requested the document or document be submitted for review. 
However, the formula "u = 1 + ln(1 +r)" was found in "Higher Return, Lower Risk: 
Historical Returns On Long-Run. Actively Managed Portfolios of Stocks, Bonds and 
Bills. 1936-1978" by Robert R. Grauer and Niles H. Hakansson. 

The following reference on page 1, lines 22-24 of Applicants' Specification entitled 
"Portfolio Selection", Journal of Finance 7, no. 1, March 1952, 77-91 is missing from the 
file. Applicants' are respectfully requested to resubmit this reference for consideration 
and review. 
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Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

M. J. Brennan, "The Role of Learning in Dynamic Portfolio Decisions" disclosed 
the utility function as being logarithmic. 

Seppo Pynnonen, Ph.D. "Use of Modern Porfolio Theory in Systematic Portfolio 
Strategies" disclosed a systematic portfolio and a investor's utility function. 

Bekaert et al (US 6,125,355) disclosed a pricing module theoretical structure. 

Williams et al (US 5,999,918) disclosed financial investments involving 
probabilistic distributions. 

Inquiries 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday-Thursday, 6:30AM-5:OOPM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 571-272-6747. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




E. Colbert 
June 11,2005 



